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Sir: 

In response to the Examiner's Answer dated April 7, 2006, Appellant provides this 
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ARGUMENT 
Issue I 

I. Rejection 

The Examiner has rejected claims 1, 3-9, 11,13-18, 20 and 22-23 under 35 
U.S.C.§ 103(a) as being unpatentable over Mitcham, U.S. Patent No. 5,537,3 15 in view 
of Jones et al., U.S. Patent No. 5,239,462. It is noted that for the reasons outlined in 
Appellant's Appeal Brief, applicant has not independently argued the merits of the 
Examiner's rejection claims 2, 10, 12, 19, 21 and 24. 

IL Claims 1-10 

Claim 1 defines a method of generating an insurance quote for an applicant for a 
loan from a lender to purchase an item. The method includes the steps of determining the 
acceptability of the loan and obtaining data from a lender's database. At least a portion 
of the database is provided to the lender by the applicant in connection with obtaining a 
loan from the lender. Thereafter, an insurance risk is automatically underwritten for the 
item intended to be purchased using the loan and the insurance quote is generated 
utilizing the data obtained from the lender's database. The process does not require any 
affirmative action by the applicant beyond the preparation of a loan application. The 
applicant makes no specific request for an insurance quote and does not provide an 
application for insurance. The applicant is advised of the acceptability of the loan 
contemporaneously with the insurance quote if the loan has been accepted. 

The Examiner suggests that the combination of the Mitcham '315 patent and the 
Jones et al. '462 patent teaches a method of the present invention. More specifically, the 
Mitcham c 315 patent teaches a method of generating an insurance quote for an individual 
that comprises the steps of obtaining data from an applicant for insurance and 
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automatically underwriting an insurance risk from the data obtained from the applicant. 
As admitted by the Examiner, nothing in the '315 patent contemplates using loan 
application data to generate an insurance quote, or to provide an insurance quote 
contemporaneously with a favorable decision on a loan application. In fact, the Mitcham 
'315 patent is silent as to the subject matter of obtaining a loan. 

The Jones et al., '462 patent does not cure the deficiencies of the Mitcham '315 
patent. As pointed out by the Examiner, the methodology in Jones defines a method and 
apparatus for the real time automatic determination of the approval status of a potential 
borrower of a loan. The methodology in the '462 patent contemplates providing notice 
regarding a potential borrower's interest in purchasing a product to be sent to an 
appropriate lead organization, such as a real estate insurance company, to allow for 
immediate follow-up by the lender or lead organization with the potential borrower. 
However, Jones does not suggest any action other than the referral to another potential 
borrower to an insurance company. In the examiner's Answer, it appears that the 
examiner is equating the phrase "immediate follow-up" with the potential borrower in the 
'462 patent with various steps required in claim 1, namely: 

1 . providing an insurance quote to the applicant contemporaneously with 
a favorable decision on a loan application; and 

2. utilizing data obtained from a lender's database to automatically 
generate the insurance quote, (underlining added). 

However, such an interpretation is clearly inconsistent with the specification of the '462 
patent and falls grossly short of the disclosure necessary to arrive at the subject matter 
defined in claim 1 . 

The mere fact that an insurance company can "follow-up" with an applicant does 
not imply that the insurance company will follow-up with a "insurance quote" as required 
by claim 1 . In fact, since the lender only provides the insurance company with a notice 
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regarding the potential's borrower's interest in purchasing a product, the insurance 
company does not have sufficient information to underwrite insurance risk for the 
product to be purchased, much less automatically use that data to generate the insurance 
quote. Further, nothing in the '462 patent contemplates allowing an insurance provider to 
utilize data obtained from the lender's database to generate the insurance quote. Again, 
the insurance company is merely provided with a name of a potential customer from a 
lender along with notice of the approval of a loan request. Hence, even if the insurance 
company contacted the potential borrower, under the methodology defined in the '462 
patent, the borrower would still have to fill out an application and provide the insurance 
company with the necessary information to generates an insurance quote. As such, 
nothing in the '462 patent contemplates the insurance company "utilizing the data 
obtained from the lender's database" to generate the insurance quote as required by claim 
1. 

As described, the Jones '462 patent contains nothing more than a virtually 
insignificant mention that notice of a potential borrower's interest in purchasing a product 
to be sent to an appropriate lead organization, such as a real estate insurance company, to 
allow for "immediate follow-up" by the lender or lead organization with the potential 
borrower. It is not reasonable to conclude that one of ordinary skill in the art would 
combine the disclosure of the '462 patent with the disclosure of the Mitcham '315 patent, 
to arrive at the claimed subject matter. Neither of the cited references shows or suggests 
a method of generating an insurance quote that includes the step of automatically 
underwriting an insurance risk of an item that is intended to be purchased using the loan 
using data obtained from a lender's database or the tying together of the information 
provided by a potential borrower to generate an insurance quote with the process of 
obtaining a loan. In short, there is simply not enough disclosure in the '462 patent to 
make a reasonable combination with the disclosure of the Mitcham '315 patent to arrive 
at the subject matter as set forth in amended claim 1. Any such combination falls short of 
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the specific methodology set forth in independent claim 1. Furthermore, any such 
combination is based upon an impermissible hindsight reconstruction of the references 
that is obvious only when taking into account the disclosure of the present application. 

In view of the foregoing, it is believed that claim 1 defines over the references and 
is in proper form for allowance. Claims 2-10 depend either directly or indirectly from 
independent claim 1 and further define a method of generating an insurance quote not 
shown or suggested in the art. It is believed that claims 2-10 are allowable as depending 
from an allowable base claim and in view of the subject matter of each claim. 

III. Claims 11-19 

Claim 1 1 defines a method for generating an insurance quote for an applicant for 
a loan. Similar to claim 1, claim 1 1 requires the steps of determining the acceptability of 
a loan and automatically underwriting an insurance risk for the item intended to be 
purchased with the loan proceeds using the data obtained from the lenders database. 
Claim 1 1 further requires that an underwriting occur for a plurality of insurance 
companies. Thereafter, one of the pluralities of insurance companies is selected and an 
insurance quote is generated for the applicant by the selected insurance company. 
Finally, the insurance quote is provided to the applicant with the determination of the 
acceptability of the loan if the loan has been accepted. 

As heretofore described with respect to claim 1, neither of the cited references 
shows or suggests a method of generating an insurance that includes the step of 
automatically underwriting an insurance risk of an item that is intended to be purchased 
using data obtained from a lender's database. The process disclosed in the Mitcham '315 
patent requires a specific request by an applicant for an insurance quote. The Jones et al. 
'462 patent merely provides a methodology wherein notice of a potential borrower's 
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interest in purchasing a product is sent to an appropriate lead organization, such as a real 
estate insurance company, to allow for "immediate follow-up" by the lender or lead 
organization with the potential borrower. Contrary to the examiner's opinion, the Jones 
et al., '462 patent does not teach or suggest that "following up" with a potential borrower 
means automatically underwriting an insurance risk for the item intended to be purchased 
with the loan proceeds using the data obtained from the lenders database, as required by 
claim 1 1. As such, it is believed that claim 1 1 defines over the cited references. 

Claims 12-19 depend either directly or indirectly from independent claim 1 1 and 
further define a method of generating an insurance quote not shown or suggested in the 
prior art. Applicant believes that claims 12-19 are allowable as depending from an 
allowable base claim and in view of the subject matter. 

IV. Claims 20-24 

Referring to claim 20, a method is provided for providing an insurance quote for 
an applicant for a loan from a lender wherein the loan is intended to fund a purchase from 
an item. The method includes the step of generating an insurance quote utilizing data 
provided by an applicant. As heretofore described with respect to claims 1 and 1 1, 
nothing in the cited references shows or suggests tying the generation of the insurance 
quote to information provided to the lender by an applicant in order to obtain a loan. 
Such a methodology is entirely absent from the cited references. It is believed that 
independent claim 20 defines over the cited references and is in proper form for 
allowance. 

Claims 21-24 depend either directly or indirectly from independent claim 20 and 
further define a method not shown or suggested in the prior art. It is believed that claims 
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21-24 are allowable as depending from an allowable base claim and in view of the 
subject matter of each claim. 

CONCLUSION 

Contrary to the Examiner's assertions, claims 1-24 define a method of generating 
an insurance quote not shown or suggested in the prior art. As heretofore described, there 
are significant differences between Appellant's claimed invention and the cited 
references which the Examiner has failed to appreciate. These differences provide 
significant advantages over the methodologies disclosed in the cited references. 
Consequently, Appellant believes that all of the claims appealed herein, namely, claims 
1-24 are in proper form for allowance. As such, Appellant requests that the Board 
overturn the Examiner's rejection of all of the pending claims, namely, claims 1-24, and 
pass such claims to allowance. 




Peter C. Stomma, Reg. No. 36,020 



Dated: C/?/&C> 



Boyle Frednck^on Newholm Stein & Gratz S.C. 
250 East Wisconsin Avenue, Suite 1030 
Milwaukee, WI 53202 
(414) 225-9755 

Attorney Docket No.: 289.001 



{00101659.DOC /} 



